
IN THE UNITED STATES DISTRICT COURT 

FOR THE DISTRICT OF DELAWARE 

A VM TECHNOLOGIES LLC, 

Plaintiff, 

v. Civil Action No. 15-33-RGA 

INTEL CORPORATION, 

Defendant. 

ORDER ON MOTIONS IN LIMINE 

The proposed pretrial order (D.1. 614) has six1 motions in limine. I now rule on them as 

follows: 

A VM MIL # 1. Plaintiff seeks to exclude "references to any decisions, orders, or 

outcomes in A VM l" and to a prior lawsuit between Translogic and Hitachi, and the use of 

Plaintiffs expert testimony from A VM 1. 

As for A VM 1, I have trouble seeing how the outcome of "summary judgment of no 

damages" is relevant to the jury issues in the present case. That it is unfairly prejudicial cannot, 

in my opinion, be denied. In Intel's response, Intel says A VM 1 is relevant to its defense to 

willfulness. The jury, however, is not going to hear willfulness; Intel's case for relevance thus 

falls away. In any event, were there some relevance, I would still exclude this under Rule 403, as 

its probative value is substantially outweighed by the danger of unfair prejudice. 

Any reference to the Translogic lawsuit is incredibly prejudicial to A VM and has little or 

1 This is a conservative number. A VM manages to put thematically similar arguments in 
its motions; Intel not so much. E.g., Intel MIL #2. 
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no relevance to any disputed issue. Intel suggests that the loss of the damages award would have 

influenced Mr. Tran. Presumably, on the date of the hypothetical negotiation, the damages award 

was gone. That there was a possibility that he had it at some earlier point in time is irrelevant to 

his bargaining position at the date of the hypothetical negotiation. Thus, I think it can be 

excluded as irrelevant, but, in any event, I exclude it under Rule 403, as its probative value is 

substantially outweighed by the danger of unfair prejudice. 

Plaintiff does not want the jury to hear the testimony of its experts from A VM 1, who are 

not its experts in this case. Plaintiff characterizes their deposition testimony as prejudicial 

hearsay, and, in any event, excludable under Rule 403. Intel responds that the testimony is not 

hearsay, citing Fed. R. Civ. P. 32(a)(8),2 and is relevant to AVM's claims of indirect 

infringement, validity, etc. Perhaps I should allow Intel to offer this evidence, but with the 

proviso that the experts cannot be identified as being A VM's experts in the prior litigation. I also 

wonder how intelligible any excerpts from deposition testimony might be. Maybe Intel ought to 

submit transcripts of the testimony it seeks to offer. In any event, I think a discussion with 

counsel at the pretrial conference might help me on this last issue. 

Thus, AVM MIL #1 is GRANTED with regard to the "summary judgment of no 

damages" issue and the Translogic issue, and otherwise RESERVED. 

AVM MIL #2. Plaintiff raises two issues. Plaintiff wants to preclude Intel from violating 

an earlier court order, which, it is alleged, Intel would do by using various "unproduced data." 

Plaintiff also wants to prevent Intel witnesses from testifying in a fashion that is alleged to be 

2 AVM's reply does not contest that Intel's assertion that the Fed. R. Civ. P. 32(a)(8) 
exception to the hearsay rule applies. 
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inconsistent with Intel's discovery responses about "the values for logic high and logic low." 

Intel responds to the first that it will use "PV data" but not "Class Test Data." Intel says the court 

order excluded Class Test Data, but did not address PV data. Intel responds to the second 

essentially by saying that the testimony of its witnesses at trial will not be inconsistent with its 

discovery responses, and that "determining specific logic low and logic high values is not needed 

to analyze infringement [and] validity." Intel further says its experts have not made such 

calculations for the accused circuits. A VM replies that, essentially, so long as no one says the 

words "Class Test Data," or the equivalent, at trial, the first issue is resolved. Thus, reference to 

"Class Test Data" by either party is EXCLUDED from trial. On the second issue, AVM 

acknowledges Intel's response, but seems to argue for an exclusion greater than Intel's 

concession. AVM wants to exclude Intel's experts from saying they know how to calculate logic 

low and logic high values, but the basis for that request is that Intel's experts have not previously 

made such calculations. As far as I can tell, Intel is not seeking to offer any opinions that it has 

not already disclosed. Thus, I will GRANT AVM's request, but only to the extent that Intel's 

witnesses cannot testify as to calculations of specific logic lows and logic highs for individual 

accused circuits. 

AVM MIL #3. AVM's third motion is to exclude testimony about Intel's "desire" to 

eliminate "contention," which is also sometimes referred to as "overlap" or "simultaneous 

activation." A VM seeks to exclude this to prevent Intel from arguing it did not intend to infringe 

the patent. A VM then argues that "intent" is irrelevant to direct infringement, damages, and 

willful infringement. A VM does not mention indirect infringement. Intel responds by conceding 

that "intent" is irrelevant to proof of direct infringement, but adds that it will be offering the 
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evidence for a multitude of other purposes "including non-infringement, damages, ... 

inducement/contributory infringement, and the reverse doctrine of equivalents." Intel 

characterizes the evidence as being about "function," not "desire." The function is proffered to 

be "minimizing contention." It seems to me that "design goals" and "intent" are pretty much the 

same thing, and that while intent and design goals are not relevant to direct infringement, they 

are relevant to various other issues, including, at a minimum, damages and indirect infringement. 

I do not see how Intel's use of the challenged testimony calls into question any of its assertions of 

privilege. "An adverse inference that a legal opinion was or would have been unfavorable shall 

not be drawn from invocation of the attorney-client and/or work product privileges or from 

failure to consult with counsel." Knorr-Bremse Systeme Fuer Nutzfahrzeuge GmbH v. Dana 

Corp., 383 F.3d 1337, 1347 (Fed. Cir. 2004)(en bane). AVM's MIL #3 is DENIED. 

Intel MIL # 1. Intel seeks to exclude evidence that the JITP circuit (patented in Intel's 

'941 patent) copies the asserted patent. Intel says the JITP circuit is not an accused circuit in the 

four products at issue. Intel says no A VM expert mentions the JITP circuit. Intel also seeks to 

preclude evidence concerning the EV5 product. The EV5 product is something Intel previously 

asserted as prior art in A VM 1, but which it is not asserting in this case. Intel says both the JITP 

circuit and the EV5 are irrelevant and also excludable under Rule 403. AVM responds that the 

'941 patent and related testimony show that Intel "knowingly employed delay and simultaneous 

activation" in the accused circuits. A VM does not actually say, however, that the JITP is an 

accused circuit. And it does not say that any of its experts have any opinion about the JITP 

circuit. About the EV5, AVM says that Intel's expert previously made statements about the EV5 

based on "topology," which have since been proved wrong by the conduct of "timing 

4 



simulations," and that he now makes similar statements about other prior art based on topology 

and without conducting timing simulations. AVM says this would be relevant to the expert's 

credibility. Intel in reply repeats that the JITP is not an accused circuit, and that no expert 

mentions it. It is hard to tell, but it appears that no expert mentions the '941 patent either. About 

the EV5, Intel states that the record does not reveal why Intel withdrew the EV5. On the 

understanding that the JITP is not one of the more than one million accused circuits, and that no 

expert mentions either the JITP circuit or the '941 patent, there is no evidence that the '941 or 

JITP circuit copies the '54 7 patent,3 and the deposition excerpts of Mr. Wijeratne and any 

testimony about JITP and the '941 patent are EXCLUDED as irrelevant. As for the EV5, it 

seems to me that A VM can attempt to impeach the expert by questioning him about whether his 

opinions about the EV5 were disproved by experimentation, and see ifhe will admit the same 

weaknesses with his current opinion. What A VM cannot do, however, is introduce into evidence 

the fact that the EV5 was asserted in AVMl and has not been asserted in the present case. The 

fact that claims, theories, contentions, opinions, etc., were previously asserted, but are now 

withdrawn, has no independent relevance, and, in the world of patent litigation, where such 

events happen all the time, with the encouragement of the court to reduce the complexity of cases 

going to trial, such evidence would just invite speculation and sideshows about why lawyers and 

litigants litigate cases the way they do. Thus, with the one caveat - that there can be no mention 

of the EV5's previous assertion and subsequent withdrawal,4 testimony about the EV5 is NOT 

3 "Copying" simultaneous activation is not the same thing as copying the patented 
invention. 

4 I cannot help but note that AVM wants to keep out AVMl when it is used against 
AVM, Intel wants to keep out AVMl when it used against Intel, and both parties think it is fine 
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EXCLUDED. 

Intel MIL #2. Intel requests an order precluding "evidence and argument inconsistent 

with the Court's claim construction." Intel specifically mentions "clock signal," "delay," and 

"simultaneous activation." Intel says AVM intends to reargue claim construction. Intel also 

requests that AVM not be able to make any arguments based on non-production of"Class Test 

Data," "downbinning data," and "IDV data." On the first part, not surprisingly, A VM agrees that 

both parties have to respect the Court's claim construction. A VM says that its experts will testify 

consistently with the claim constructions, and any deviations (by either side) are subject to 

objection at trial. On the non-production of evidence, A VM does not differentiate among the 

various "data" that Intel identifies. A VM argues that it ought to be able to show which data was 

not produced, and a false statement during discovery that such data did not exist. Given that I am 

separately excluding, at A VM's request, any reference to "Class Test Data," see discussion in 

connection with A VM MIL #2, there is not going to be any reference to its non-production. Intel 

responds that courts routinely grant motions such as its first request, and that A VM' s arguments 

are contorted. Intel has not convinced me that any of AVM's arguments are contrary to my claim 

constructions. Thus, I will GRANT Intel's motion - that is, BOTH PARTIES ARE 

PRECLUDED FROM EVIDENCE AND ARGUMENT INCONSISTENT WITH THE 

COURT'S CLAIM CONSTRUCTION - while specifically noting that at this point I do not 

find that it applies to any of A VM's proposed testimony, all without prejudice to Intel making 

to introduce AVMI when it is against the opposing party. I tend to think the working principle 
ought to be that nothing comes in about AVMI except as specifically authorized by me in 
advance, and that the party seeking to introduce such evidence has a real burden to show why the 
evidence should not be excluded under Rule 403. (See the reserved issue in regard to A VM MIL 
#1). 
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any timely objections at trial that A VM is not using my constructions. On the second issue, 

which AVM characterizes as "spoliation," see AVM Opposition to Intel MIL #2, p.3 n.2, and 

Intel characterizes as a "discovery dispute," see Intel Reply on Intel MIL #2, p.1 n.1, I agree with 

Intel that these were discovery disputes, and I further agree with Chief Judge Stark that trial on 

the merits is not the time for "the parties to refer to or re-fight discovery disputes." See WL. 

Gore & Assocs., Inc. v. C.R. Bard, Inc., 2017 WL 525668, at* l(D.Del. Feb. 8, 2017). Thus, I 

will GRANT Intel's motion, but with the understanding that Intel's experts who "mention its 

[downbinning or IDV] data (or supposed conclusions that can be drawn from it)," can be cross

examined about the production and/or access to such data, see Intel Reply on Intel MIL #2, p.1, 

that is, not to imply wrongdoing by Intel, but to question the bases for the experts' conclusions. 

Intel MIL #3. Intel seeks to exclude supposedly irrelevant damages evidence. Intel seeks 

to exclude total revenues and profits for the company, and A VM does not oppose that request. 

Intel seeks to exclude total revenues and profits for the accused products pursuant to the entire 

market value rule. Intel seeks to exclude evidence of "undisclosed, non-comparable licenses." 

Intel seeks to limit Dr. Batch's damages analysis to the calculations based on four specific 

individual circuits, saying that is all he has analyzed. A VM responds that it needs to use the 

revenues and the profits for the accused products as a starting point for the "apportioning down 

to the incremental economic benefit" arising from the infringement. A VM also states that Dr. 

Hatch uses Intel's "operating margin," which I take to be a percentage. AVM appears to concede 

that it will not use any of the "undisclosed, non-comparable licenses" as part of its case-in-chief, 

and suggests that they could be used for cross-examination. On the third issue, A VM states that 

it understands it can only use disclosed expert opinions, and that a motion in limine is not the 
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right time to decide what is or is not disclosed. Intel's Reply is that total revenues and profits are 

not necessary because A VM' s expert did his calculations based on the number of units and their 

prices. I am not sure I understand what the parties are arguing about. If the jury has the number 

of units sold, the average sales price, and the operating margin, isn't it going to have the accused 

products' revenues and profitability? Is the point here simply to keep A VM from saying that 

really big number out loud? I would like to hear more from the parties about this at the pretrial 

conference. On the non-comparable license cross-examination, I would like to hear more about 

that too at the pretrial conference. There is a real risk of confusion, unfair prejudice, etc., from 

having cross-examination about generally irrelevant documents. I say "generally irrelevant" 

because no one says the licenses are comparable. A non-comparable license is irrelevant to 

prove a reasonable royalty, but it is hard to say that it is irrelevant for all cross-examination 

purposes before the relevant direct examination has actually occurred. It seems to me that AVM 

has at least proffered some possibly relevant lines of cross-examination, but that does not mean 

that the jury should hear irrelevant evidence (i.e., the amount of the license) just because there is 

some other point to be made. As for the third issue, as A VM states, it is also the subject of a 

Daubert motion, and I will address it in connection with that motion. Thus, decision on Intel 

MIL #3 is RESERVED. 

IT IS SO ORDERED this Ji day of April 2017. 
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