
IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELA WARE 

TRIPLA Y, INC. 

Plaintiff, 

v. 

WHATSAPP INC., 

Defendant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 

Civil Action No. 13-1703-LPS-CJB 

ORDER 

At Wilmington, Delaware this 18th day of September, 2017. 

1. On April 27, 2017, Defendant WhatsApp Inc. ("Defendant" or "WhatsApp") 

filed a Motion to Stay Pending Inter Partes Review ("IPR"), seeking a stay of this case pending 

resolution of the IPR proceedings regarding three of the four patents-in-suit (United States 

Patents Nos. 9,055,416 (the "'416 patent"), 9,049,574 (the '"574 patent"), and 8,874,677 (the 

'"677 patent") ("the Stay Motion"). (D.I. 127)1 The Court has reviewed Defendant's Stay 

Motion and the parties' related briefing and supplemental letters. (D.1. 128, 130, 132, 134-138) 

2. This Court has typically considered three factors when deciding a motion to stay: 

(1) whether granting the stay will simplify the issues for trial; (2) the status of the litigation, 

particularly whether discovery is complete and a trial date has been set; and (3) whether a stay 

would cause the non-movant to suffer undue prejudice from any delay, or allow the movant to 

With respect to the fourth patent-in-suit, United States Patent No. 8,332,475 (the 
'"475 patent"), the United States Patent and Trademark Office's Patent Trial and Appeal Board 
("PTAB") has already concluded an IPR proceeding in which it invalidated all challenged claims 
of that patent (i.e., claims 1, 6, 9, 12, 17-18, 23, 28, 37 and 39-42). (See D.I. 121 at 2 n.2; D.I. 
128 at 1) Plaintiff has indicated that it now asserts claims 31 and 3 8 of the '4 7 5 patent against 
Defendant in this action. (D.I. 131 at if 3; D.I. 138 at 1) 



gain a clear tactical advantage. See, e.g., FMC Corp. v. Summit Agro USA, LLC, Civil Action 

No. 14-51-LPS, 2014 WL 3703629, at *2 (D. Del. July 21, 2014). 

3. Since the filing of Defendant's Motion, subsequent events have dramatically 

changed the landscape. With respect to the two of the three patents at issue in the Stay Motion, 

the '574 patent and the '416 patent, Plaintiff has represented that it will "not be pursuing any of 

the instituted claims of' those patents in this case.2 (D.I. 134 at 1) And as for the '677 patent, the 

PTAB issued its final decisions in the pending IPRs on August 28, 2017, and it upheld the 

validity of all challenged claims of that patent. (D .I. 13 6, exs. A & B at 9) In light of these 

developments, Plaintiff has urged the Court to deny Defendant's Stay Motion and proceed with 

resolving Defendant's pending motion to dismiss Plaintiffs Third Amended Complaint pursuant 

to 35 U.S. § 101 with respect to the '475 patent and the '677 patent. (D.I. 134, 136, 138)3 For its 

part, Defendant has indicated that it plans to appeal the PTAB's rulings with respect to the '677 

patent to the United States Court of Appeals for the Federal Circuit. (D.I. 137 at 1)4 Defendant 

now requests that the case be stayed pending those appeals, asserting that "[a] reversal on appeal 

would significantly simplify this litigation" without further detailing how that would be so. (Id.) 

4. The Court has considered the relevant factors, and easily concludes that this case 

2 The PTAB has set a trial on the validity of the instituted claims of the '574 patent 
and the '416 patent on December 8, 2017. (D.I. 128 at 2) 

3 Discovery, as well as Defendant's obligation to answer or respond to Plaintiffs 
Third Amended Complaint with respect to the '416 patent and '574 patent, is currently stayed 
pending resolution of the motion to dismiss the '475 patent and the '677 patent. (See D.I. 87) 

4 Indeed, a search of the docket system of the Federal Circuit indicates that 
WhatsApp has since filed these appeals, which were docket,ed on September 15, 2017. 
WhatsApp, Inc. v. TriPlay, Inc., Case Numbers 17-2549 and 17-2551 (Fed. Cir. Sept. 15, 2017). 

2 



should not be stayed pending appeal of the '677 IPR proceedings. 

5. While it is true that the Federal Circuit's decision could possibly simplify this 

case with respect to a portion of the claims at issue in this case, that is not a certainty (the Federal 

Circuit could very well affirm the PTAB), and that prospect does not apply to the entirety of the 

case. As Plaintiff points out, there are nine non-instituted claims of the '677 patent (at least six 

of which Plaintiff intends to assert) and two asserted claims of the '475 patent that will not be at 

issue before the Federal Circuit. (D.I. 131 at~ 6; D.I. 138 at 1) And even with respect to those 

claims that will be considered by the Federal Circuit on appeal, it is highly likely that any 

potential benefits associated with the Federal Circuit's decision can be absorbed by the parties 

with minimal disruption. (Cf D.I. 130 at 1) A case schedule has not yet been entered in this 

case. (D.I. 128 at 2) Defendant estimates that a Federal Circuit oral argument on its appeals will 

occur around April or May 2018, (D.I. 137 at 1), and the Federal Circuit disposes of such appeals 

in about 10 to 11 months, on average, see Riddell, Inc. v. Kranos Corp., Case No. 16 C 4496, 

Case No. 16 C 4498, 2017 WL 959019, at *4 (N.D. Ill. Mar. 12, 2017); LG Elecs., Inc. v. 

Toshiba Samsung Storage Tech. Korea Corp., Civil Action No. 12-1063-LPS-CJB, 2015 WL 

8674901, at *6 (D. Del. Dec. 11, 2015). Any decisions on the appeals, then, will likely be issued 

prior to significant events such as expert discovery and the deadline for case dispositive motions. 

The first factor, therefore, weighs against a grant of Defendant's Stay Motion. 

6. With respect to the second factor, under the unique circumstances of this case, the 

status of the litigation does not weigh in favor of a stay. Viewed solely in terms of where the 

parties are in the case schedule, the matter would be considered to be in its early stages, as no 
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such schedule has yet been entered.5 However, viewed in terms of the pendency of this action, 

this case is not in its early stages at all-it was filed in October 2013, almost four years ago. 

(D.I. 1); cf LG Elecs., Inc., 2015 WL 8674901, at *4-5 (finding that this factor was neutral 

because while the case was in its early stages in terms of where the parties were in the case 

schedule, when considering the fact that the case had been pending for over three years, the case 

was not at a particularly early stage at all). The Court sees no compelling reason to further stall 

the entirety of this case to allow for the Federal Circuit to review the PTAB's decisions relating 

to only some claims of a single patent-in-suit. 

7. The final factor also weighs against a stay. In its Stay Motion, Defendant argued 

that this factor redounded in favor of a stay because "once a schedule is set, WhatsApp will 

expend significant resources on non-infringement and invalidity defenses as well as claim 

construction for claims that will likely be invalidated next year." (D.I. 132 at 10) And this was 

the whole premise of its Motion-that "[b ]y one year from now, the PTAB will likely invalidate 

the majority of claims in this case[.]" (Id.) That has since proven to be incorrect, and a stay 

pending Defendant's appeal of a handful of claims at issue here-in a case that has already 

encountered delay-would unduly prejudice Plaintiff. 

8. For the foregoing reasons, the Court will exercise its discretion and DENY the 

Stay Motion. 

Christopher J. Burke 
UNITED STATES MAGISTRATE JUDGE 

5 The Court has, however, conducted claim construction with respect to certain 
terms in the '475 patent and the '677 patent in connection with Defendant's challenges to those 
patents pursuant to 35 U.S. § 101. (D.I. 108, 118) 
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