
IN THE UNITED STATES DISTRICT COURT 

FOR THE DISTRICT OF DELAWARE 

DELA WARE DISPLAY GROUP LLC, 
et al., 

Plaintiffs, 

v. 

LG ELECTRONICS INC., et al., 

Defendants. 

Civil Action No. 13-2109-RGA 

ORDER ON MOTIONS IN LIMINE 

PMIL #1. (D.I. 469-7). DENIED. The interrogatory answers do not purport to limit 

Defendants' arguments as to why IDT has not shown infringement. 

PMIL #2. (D.I. 469-8). GRANTED IN PART and DENIED IN PART. IDT seeks to 

preclude testimony from Mr. Taub about what Mr. Vella told him, which Defendants seek to 

offer as evidence of Mr. Vella's belief in the invalidity of the two patents. Such testimony might 

be relevant to the unclean hands defense. Unclean hands is an equitable defense, and will be 

tried separately. I think the best course is to allow Mr. Taub's testimony about what Acacia's 

CEO told him at the separate unclean hands bench trial. Mr. Taub's testimony about Mr. Vella's 

state of mind is irrelevant to the issues in the jury trial, and that testimony is therefore excluded 

from the jury trial. 

PMIL #3. (D.I. 469-9). GRANTED IN PART and DENIED IN PART without prejudice 

to timely objection to specific testimony at trial. Plaintiffs seek to prevent Defendants from "any 

comparison between the accused products and alleged prior art." Both parties agree that 



"practicing the prior art" is not a defense to infringement. Thus, Defendants may not make that 

argument. Defendants cite three cases in support of their position that they may "argue that 

Plaintiffs' patents are invalid because they would prohibit [Defendants] from practicing the prior 

art." To the extent Defendants are saying, the patents are no different than the prior art, of 

course, they can argue that. To the extent they are saying something more, such as, Defendants' 

products practice the prior art, they have a problem. The only cited Court of Appeals case, Tivo, 

Inc. v. Echostar Commc 'ns. Corp., 516 F.3d 1290, 1311-12 (Fed. Cir. 2008), does not help 

Defendants. In relevant part, it found no abuse of discretion in not allowing a defense invalidity 

expert to comment on the implications of plaintiffs infringement expert's opinions. The other 

two cases cited are district court cases. Both cases agree that Defendants cannot compare an 

accused product to the prior art for purposes of establishing invalidity or non-infringement. Both 

cases also recognize limitations on this broad statement. One would allow "apparent 

contradictions or inconsistencies between [Plaintiff]' s infringement theories and [Plaintiff]' s 

validity theories as a means of cross-examination or impeachment." The other would allow 

argument "that the same claim scope ought to be applied to the patent for infringement and 

invalidity. [Defendant] may also analyze the similarities between the prior art and the accused 

products to show that [Plaintiff]' s patents describe obvious modifications to the prior art .... " It 

is not possible, in my opinion, to offer more than these general guidelines as to the permissible 

limits. 

DMIL #1. (D.I. 469-16). POSTPONED. This motion was extensively debated at the 

pretrial conference. The parties are making further submissions in relation to the difficult issues 

raised by the MIL. 

DMIL #2. (D.I. 469-17). GRANTED. Defendants seek to exclude any doctrine of 



equivalents opinions. It seems apparent that Plaintiff has not offered any non-conclusory 

doctrine of equivalents opinions, and, further, has no plans to rely upon any such opinions. 

Defendants also seek to exclude any evidence of willfulness. While it is true that the law relating 

to willfulness has changed since I last denied leave to amend Plaintiff's complaint, it is also true 

that the reason I denied leave to amend was because of Plaintiff's delay in seeking to assert 

willfulness. (DJ. 265 at 16-20). Nothing has changed in that regard. 

IT IS SO ORDERED this _f_ day of December 2016. 
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