
IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE · 

NESPRESSO USA, INC., 

Plaintiff, 

V. 

ETHICAL COFFEE COMPANY SA, 

Defendant, 
Counterclaim Plaintiff. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

~~~~~~~~~~~.) 

ORDER 

C.A. No. 16-194 (GMS) 

WHEREAS, on February 1, 2017, the counterclaim plaintiff, Ethical Coffee Company 

("ECC"), moved to dismiss all claims relating to infringement and validity of U.S. Patent No. 

9,113,746 (D.I. 93.) 1 That motion was unopposed and granted without prejudice (D.I. 93.) 

WHEREAS, there has been no adjudication on the merits of the parties'contentions 

regarding the asserted claims of the patent.2 

WHEREAS, presently before the court is Nespresso USA's Motion for Entry of Judgment 

under Rule 54(b) on ECC's Patent Infringement Counterclaims (D.I. 100)3 and Plaintiff, ECC's, 

response thereto (D.I. 106); 

1 This Motion included a Covenant Not to Sue ("CNS") (D.I. 93.) 
2 The court has not ruled on the merits of the patent claims and the antitrust case is still pending. (D.I. 81.) 
3 Nespresso filed this Motion on March 1, 2017. (D.I. 100.) 
Fed. R. Civ. P. 54(b) provides: 

When an action presents more than one claim for relief-whether as a 
claim, counterclaim, crossclaim, or third-party claim---or when multiple parties 
are involved, the court may direct entry of a final judgment as to one or more, but 
fewer than all, claims or parties only if the court expressly determines that there 



is no just reason for delay. Otherwise, any order or other decision, however 
designated, that adjudicates fewer than all the claims or the rights and liabilities 
of fewer than all the parties does not end the action as to any of the claims or 
parties and may be revised at any time before the entry of a judgment adjudicating 
all the claims and all the parties' rights and liabilities. 

Fed. R. Civ. Pro. 54(b). 
Entry of a final judgment is predicated on a two-step analysis. Curtiss-Wright Corp. v. General Elec. Co., 

446 U.S. 1, 7 (1980). First, the court must determine that it is dealing with a finaljudgment. Id "It must be a 'judgment' 
in the sense that it is a decision upon a cognizable claim for relief, and it must be 'final' in the sense that it is 'an 
ultimate disposition of an individual claim entered in the course of a multiple claims action."' Id. (citing Sears, 
Roebuck & Co. v. Mackey, 351 U.S. 427 (1956)). Assuming the judgment is final, the court must then determine 
whether there is any just reason for delay. Id. Although the decision whether to certify as a final judgment rests in the 
discretion of the trial court, see Sears, Roebuck, 351 U.S. at 437, the Supreme Court in Curtiss-Wright suggested two 
relevant factors a trial court should consider in deciding whether there is just reason for delay: ( 1) judicial 
administrative interests; and (2) the equities of the parties involved. Curtiss-Wright, 446 U.S. at 8. In addition to the 
Curtiss-Wright factors, the Third Circuit has offered a more comprehensive list of factors that a court may consider; 
these include: 

(1) the relationship between the adjudicated and unadjudicated claims; 
(2) the possibility that the need for review might or might not be mooted by future 
developments in the district court; (3) the possibility that the reviewing court 
might be obliged to consider the same issue a second time; (4) the presence or 
absence of a claim or counterclaim which could result in set-off against the 
judgment sought to be made final; (5) miscellaneous factors such as delay, 
economic and solvency considerations, shortening the time of trial, frivolity of 
competing claims, expense, and the like. 

Berckeley Inv. Group, Ltd v. Colkitt, 455 F.3d 195, 203 (3d Cir. 2006). 
Applying the two step analysis from Curtiss-Wright, the court must decide whether it is dealing with a final 

judgment. "The final judgment rule cannot be satisfied by stipulation of the parties." Silicon Image, Inc. v. Genesis 
Microchipinc., 395 F.3d 1358, 1362 (Fed. Cir. 2005). To satisfy the final judgment rule, the court must "dismiss, with 
or without prejudice, all of the claims as a predicate to a final judgment before appellate jurisdiction may lie to 
challenge any matter relating to settlement. Final dismissal of all claims with prejudice acts as a full adjudication on 
the merits." Id at 1362--63 (citing Inland Steel Co. v. LTV Steel Co., 364 F.3d 1318, 1321 (Fed. Cir. 2004)). 

In this case, ECC filed an "Unopposed Motion to Dismiss" Nespresso's claims against the '746 patent without 
prejudice (D.I. 93.) In that Motion, ECC provided Nespresso with a covenant not to sue with respect to the '746 
patent. Id Further, ECC "concedes (for purposes of Nespresso's motion) that the [c]ourt's February 2, 2017 order 
constitutes an "ultimate disposition" pursuant to Rule 54(b)." (D.I. 104.) However, the merits of the dispute over 
infringement and validity of the claims of the '746 patent at issue were not adjudicated. There was no determination 
by the court as to the validity of the claims at issue or whether they were infringed. The parties agree that "no party 
will reference, state, or allege that the '746 Patent is valid or invalid, or that the '746 Patent was infringed or not 
infringed." (D.I. 93.) However, this does not constitute a firtaljudgment under Fed. R. Civ. Pro. 54(b) because the 
claims were dismissed prior to an adjudication on the merits. 

Given the absence of a final judgment, the court need not address the "just reason for delay" prong of Curtiss
Wright. Nevertheless, it seems prudent to do so. 

For this purpose, the court again looks to Curtiss-Wright as well as to guidance provided by the Third Circuit 
Court of Appeals. Curtiss-Wright Corp. v. General Elec. Co., 446 U.S. 1, 7 (1980); Berckeley Inv. Group, Ltd v. 
Colkitt, 455 F.3d 195, 203 (3d Cir. 2006). The court first considers judicial administrative interests. In making a 
determination on whether to enter judgment on the issue of infringement, there clearly exists the potential for an 
evidentiary overlap on the question of an award of attorneys' fees, which N espresso has said it would request. In other 
words, before making an "exceptional case" finding, the court will need to examine evidence concerning the merits 
of the disputes over the patent claims in question. The determination under 35 U.S.C. § 285 of whether a case is 
exceptional is necessarily fact intensive and would involve a determination of the scope of the coverage of the claims 
at issue. Put simply, factor one of the Curtiss-Wright test weighs in favor of denying Nespresso's Motion. 
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WHEREAS, having considered the parties' positions as set forth in their papers, the 

pleadings, as well as the applicable law; 

IT IS HEREBY ORDERED that Nespresso USA, Inc. and Nestle SA's Motion for Final 

Judgment relating to Ethical Coffee Company's counterclaims for patent infringement (D.I. 100) 

is DENIED. 

Dated: September --5.-, 2017 

Prong two of Curtiss-Wright also weighs in favor of a finding there is just cause for delay. Simply stated, the 
entry of a final judgment at this stage of the litigation without fully adjudicating the claims and defenses of the parties 
could lead to inequities delaying the litigation of the antitrust portion of this action. 

Next, the court looks to guidance provided by the Third Circuit Court of Appeals. Berckeley, 455 F.3d 195. 
The court first considers the relationship between the adjudicated and unadjudicated claims. In making a determination 
on whether the unadjudicated claims are distinct from the patent claims, there is clear overlap between the patent itself 
and the pending antitrust action. For example, the design feature in Nespresso's single-serve machines allegedly 
claimed in the '746 patent, forms the basis ofECC's antitrust claim. In sum, the first Berckeley factor weighs in favor 
of denying Nespresso's Motion. 

Finally, the court considers the Berckeley miscellaneous factors. Considerations delay and economic 
solvency of the parties, also weigh in favor of denying Nespresso's Motion. Nespresso does not contend that ECC 
faces a risk of insolvency. Stated differently, there does not seem to be a risk that delay might result in ECC' s inability 
to pay any judgment. 
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