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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELA WARE 

POLAR ELECTRO OY, 

Plaintiff, 

V.· 

SUUNTO OY, AMER SPORTS WINTER & 
OUTDOOR d/b/a SUUNTO USA, and 
FIRSTBEAT.TECHNOLOGIES OY, 

Defendants. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

ORDER 

Civil Action No. 11-1100-GMS 

JURY TRIAL DEMANDED 

Presently before the court in the above-captioned matter is Defendants' Joint Motion to 

Stay Pending Ex Parte Reexamination of U.S. Patent No. 6,537,227. 1 (D.I. 92). A decision to 

stay litigation lies within the sound discretion of the court. See Cost Bros., Inc. v. Travelers Jndem. 

Co., 760 F.2d 58, 60 (3d Cir. 1985); Ethicon, Inc. v. Quigg, 849 F.2d 1422, 1426-27 (Fed. Cir. 

1988) (citations omitted) ("Courts have inherent power to manage their dockets and stay 

proceedings, including the authority to order a stay pending conclusion of a PTO reexamination."). 

The court performs a balancing analysis using the following three factors to determine if a stay is 

appropriate: "(1) whether a stay would unduly prejudice or present a clear tactical disadvantage to 

the non-moving party; (2) whether a stay will simplify the issues in question and trial of the case; 

and (3) whether discovery is complete and whether a trial date has been set." First Am. Title Ins. 

Co. v. McLaren LLC, No. 10-363-GMS, 2012 WL 769601, at *4 (D. Del. Mar. 9, 2012) (quoting 

1 On November 7, 2011, Plaintiff brought the above-captioned action against Defendants alleging 
infringement of U.S. Patent Nos. 5,611,346 (the "'346 patent") and 6,537,227 (the "'227 patent"). (D.I. 1). 



Xerox Corp. v. 3Com C01p., 69 F. Supp. 2d 404, 406 (W.D.N.Y. 1999)). 

After considering the parties' positions as set forth in their papers, as well as the applicable 

law, the court finds that a stay is not warranted here. A search of Public Pair revealed that on 

October 17, 2016, the United States Patent and Trademark Office (USPTO) filed a Notice oflntent 

to Issue an Ex Parte Reexamination Certificate. The Notice indicates that prosecution on the 

merits is closed in the ex parte reexamination proceeding for the '227 patent, and a Reexamination 

Certificate will be issued in view of the patent owner's communications filed on July 6, 2016. The 

USPTO found the patent owner's arguments persuasive. Accordingly, the USPTO withdrew their 

previous rejections of claims 2-15 and 17-46 in light of the patent owner's arguments, and 

confirmed that those claims covered patentable subject matter:. They additionally allowed newly 

presented claims 47-52. In view of the USPTO's recent actions, the court denies Defendants' 

motion to stay this case. 

IT IS HEREBY ORDERED THAT: 

1. The Defendants' Joint Motion to Stay Pending the Ex Parte Reexamination of U.S. 

Patent No. 6,537,227 (D.I. 92) is DENIED . 

.,r 
Dated: October 3J_, 2016 
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